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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this applica- 
tion is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 
CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 12/13/2007 has 
been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by an- 
other filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

A. Claims 1-4, 7, 48, 52-54, 58-60, and 72 are rejected under 35 U.S.C. § 102(b) as 
being anticipated by HERNANDEZ (RE35.064). 
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With regard to claims 1-4, 7, and 72 Hernandez discloses an apparatus for sup- 
pressing noise in an electrical device comprising a first conductive layer 132; a second 
conductive layer 98 (the second conductive layer is visible, but not numbered, in figure 
13. It is the conductive layer separated from lattice 124 by a first dielectric layer 92, also 
not numbered in figure 13 but numbered 12 (figure 9 shows numeral 12, but that part is 
referred to in figure 10 and the written description as dielectric layer 92. The written de- 
scription does not refer to a part #12 in figure 9) in figure 9. Since figure 9 uses part #98 
to refer to the second conductive layer, and figure 13 uses no part #, the second con- 
ductive layer will be referred to, for convenience, as part #98) separated from first con- 
ductive layer 132; first conductive rods 120 (not numbered in figure 13, the same part is 
numbered 120 in figure 12) comprising plated vias passing through a first dielectric layer 
92 (see the discussion above concerning second conductive layer 98. The first dielectric 
layer is shown without reference # in figure 13, referenced as part #12 in figure 9, and 
discussed in the written description as part #92) disposed between the first 132 and 
second 98 conductive layers, connected to the second conductive layer 98, and extend- 
ing to the first conductive layer 132; and chip capacitors 102, each having a same ca- 
pacitance value, arrayed over substantially an entire area of the first conductive layer 
132, connecting the first conductive rods 120 to the first conductive layer 132, and ar- 
ranged in a lattice 124. Note figures 7-10 and 13 (note that figure 13 employs two lat- 
tices 124 and 126 of the sort shown in detail in figure 9 as lattice 96, said lattice 96 be- 
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ing identified as a lattice 44 of chip capacitors 102 in figures 6-8, the construction of said 
lattice 44 being detailed in figures 6-8.The rectangular lattice of chips 102 is best seen 
in cutaway figure 10), column 5 lines 19-36, column 6 lines 2-24 and 65-67, and column 
7 lines 1-8 of Hernandez. Note that at column 5 lines 20-22, Hernandez specifically 
states that the lattice-arrayed spaced ceramic chip 102 of figures 9-12 may be either a 
high dielectric constant pellet of homogeneous composition (described at column 1 lines 
62-67 and shown in figures 1-4) or a multilayer capacitive element (a known multilayer 
ceramic chip) capacitor 44, as described at column 5 lines 20-40. 

With regard to claims 48, 52-54,58,59, and 60 Hernandez discloses an apparatus for 
suppressing noise in an electrical device comprising a first conductive layer 132 of a 
multilayered printed circuit board; a second conductive layer 98 (the second conductive 
layer is visible, but not numbered, in figure 12. It is the conductive layer separated from 
lattice 124 by a first dielectric layer 92, also not numbered in figure 13 but numbered 12 
(figure 9 shows numeral 12, but that part is referred to in figure 10 and the written de- 
scription as dielectric layer 92. The written description does not refer to a part #12 in 
figure 9) in figure 9. Since figure 9 uses part #98 to refer to the second conductive layer, 
and figure 12 uses no part #, the second conductive layer will be referred to, for conven- 
ience, as part #98) of said multilayered printed circuit board separated from the first 
conductive layer 132; a plurality of conductive rod pairs 118-120 disposed in a rectangu- 
lar periodic pattern; and a first capacitor 102 disposed on an outer surface of the printed 
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circuit board and connecting a proximate end of a first conductive rod 120 and a second 
conductive rod 118; said first conductive rod 120 being connected to the first conductive 
layer 132 and traversing the second conductive layer 98; said second conductive rod 
118 being connected to the second conductive layer 98 and traversing the first conduc- 
tive layer 132, wherein the first conductive rod 120 and the second conductive rod 1 18 
are disposed adjacent to each other and form one of said plurality of conductive rod 
pairs 1 1 8-1 20. Note figures 7-1 0 and 1 2 (note that figure 1 2 employs lattice 96 as 
shown in detail in figure 9, said lattice 96 being identified as a lattice 44 of capacitors 
102 in figures 6-8, the construction of said lattice 44 being detailed in figures 6-8.The 
rectangular lattice of chips 1 02 is best seen in cutaway figure 1 0), column 5 lines 1 9-36, 
column 6 lines 2-24 and 65-67, and column 7 lines 1-8 of Hernandez. 

The applicant's claims 59 and 60 do not distinguish over the Hernandez reference 
regardless of the functions allegedly performed by the claimed device, because only the 
device per se is relevant, not the recited functions of accommodating circuit compo- 
nents and accommodating signal and ground connections. 

Note that functional language in a device claim is directed to the device per se, no 
matter which of the device's functions is referred to in the claim. See In re Ludtke and 
Sloan, 169 USPQ 563 at 567, and In re Swinehart USPQ 226, both of which make 
it clear that it is the patentability of the device per se which must be determined in a 
"functional language" claim and not the patentability of the function, and that an old or 
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obvious device alleged to perform a new function is not patentable as a device, whether 
claimed in "functional language" claims or not. Note that applicant has the burden of 
proof in such cases, as the above caselaw makes clear. See also In re Schreiber, 44 
USPQ2d 1429, 1432 (Fed. Cir. 1997), for a discussion of the roles of examiner and ap- 
plicant in determining when and how functional limitations distinguish a claim from prior 
art disclosing the same structure. 

B. Claims 48, 52-54, and 58 are rejected under 35 U.S.C. 102(b) as being antici- 
pated by MCKINZIE III (6,476,771). 

With regard to claims 48, 52-54, and 58, McKinzie III discloses an apparatus for 
suppressing noise in an electrical device comprising a first conductive layer 903 of a 
multilayered printed circuit board 900; a second conductive layer 901 of said multilay- 
ered printed circuit board 900 separated from the first conductive layer 903; a plurality of 
conductive rod pairs 921-922 disposed in a rectangular periodic pattern (see fig. 9B); 
and a first capacitor 91 1 (McKinzie III refers to the capacitors 91 1 and 914 as a "ca- 
pacitive frequency selective surface (FSS)") disposed on an outer surface of the printed 
circuit board 900 and connecting a proximate end of a first conductive rod 922 and a 
second conductive rod 921 ; said first conductive rod 922 being connected to the first 
conductive layer 903 and traversing the second conductive layer 901 ; said second con- 
ductive rod 921 being connected to the second conductive layer 901 and traversing the 
first conductive layer 903, wherein the first conductive rod 922 and the second conduc- 
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tive rod 921 are disposed adjacent to each other and form one of said plurality of con- 
ductive rod pairs. Note figures 9A-9B and column 5 lines 10-67 of McKinzie III. 

Allowable Subject Matter 

3. Claims 5 and 6 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

4. Applicant's arguments filed 12/13/2007 have been fully considered but they are not 
persuasive. 

It is argued, at page 15 of the remarks, that "The Applicants respectfully submit that 
the actual requirement is somewhat more restrictive. "The broadest reasonable interpre- 
tation of the claims must also be consistent with the interpretation that those skilled in 
the art would reach ." (In re Cortright, 165 F.3d 1353, 1359, 49 USPQ2d 1464, 1468 
(Fed. Cir. 1999)). MPEP 2111, second paragraph (emphasis added)." 

The Cortright court held that, consistent with its appellant's disclosure and the dis- 
closure of three patents from analogous arts using the same phrase to require only 
some increase in hair growth, one of ordinary skill would construe "restore hair growth" 
to mean that the claimed method increases the amount of hair grown on the scalp, but 
does not necessarily produce a full head of hair. See MPEP § 21 11 , If 2. The present 
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situation distinguishes from Cortright in that any and all definitions of "chip capacitor" 
are consistent with Applicant's disclosure. Applicant's disclosure does not state any 
properties 1 a "chip capacitor" may or may not have, nor does Applicant's disclosure 
does state that a "chip capacitor" may have any particular structure. As for "three pat- 
ents from analogous arts using the same phrase," the Examiner suggests Applicant 
consult U.S. Pat. Nos. 4,745,537 and 4,706,162, and Reissue No. RE35064, all of 
which use "chip capacitor" (the "same phrase") in a manner consistent with the multi- 
layer capacitive element 44 of the Hernandez disclosure. Note, for example, column 5 
line 23 of Reissue No. RE35064. This is perhaps not a surprising result, because 
RE35064 (one of "three patents from analogous arts using the same phrase") is the 
Hernandez disclosure, and RE35064 refers its readers to U.S. Pat. Nos. 4,745,537 
and 4,706,162 for a full definition of "chip capacitor." If Cortright had been based on 
facts in analogous to the present facts, the Cortright appellant's disclosure would not 
have said a word about how much hair was grown in the process of "restoring] hair 
growth" while the "three patents from analogous arts" would have used the same phrase 
to mean "producing a full head of hair." 

At page 15 Applicant further argues that "Hernandez teaches a 'high capacitance 
flexible dielectric sheet' or 'high dielectric flexible sheet' (Hernandez, col. 2 lines 24-32). 



1 Applicant's disclosure does not state a single word about what a "chip capacitor" is or how it works. Not 
a word about how big a "chip capacitor" is. Not a word about what materials a "chip capacitor" is formed 
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This sheet is 'comprised of a monolayer of multilayer or single layer high dielectric con- 
stant (e.g., ceramic) s or pellets ... arranged in a planar array.' (Id., col. 1, lines 62-67.) 
The dielectric material has a typical dielectric constant of 15,000 (Id., col. 4, line 55). 
'[T]he dielectric sheet is electroless plated with copper or nickel.'" However, Applicant's 
argument ignores the fact that Hernandez also teaches, "Still another embodiment of 
the present invention is shown in FIGS. 6-8. In this embodiment, rather than using high 
dielectric constant pellets of homogeneous composition, a multilayer capacitive element 
44 is utilized. Capacitive element 44 is a known multilayer ceramic chip capacitor " (em- 
phasis added). Note column 5 lines 19-24 of Hernandez. When arguing a given set of 
facts, Applicant is urged to consider aN the facts in said set of facts. 

It is argued, at page 16 of the remarks, that "It is evident from the description that the 
metallization extends over a plurality of dielectric s in a contiguous area, and that there- 
fore each element 102 of the reference is a single ceramic chip, and not a capacitor. 
The Applicants respectfully submit that element 102 is a chip of dielectric material, and 
not a chip capacitor." Applicant's conclusion, although persuasive on its face, does not 
account for the fact that Hernandez teaches an alternate embodiment in which a "multi- 
layer chip capacitor" (note that these are Hernandez's exact words) is substituted for 
said "chip of dielectric material." 



from. Not a word about the structure a "chip capacitor" should have. Applicant's disclosure does not even 
state how much hair a "chip capacitor" restores 
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On page 16 Applicant further argues that "In the advisory action, the Examiner as- 
serts that the term "capacitors' (which term must necessarily encompass any and all 
electrical elements capable of capacitive functioning) .... ' (Advisory action, page 4). The 
Examiner has not, at least in the advisory action, identified the specific structure that 
would meet the definition used by the Examiner, and the Applicants respectfully request 
that the Examiner make reference to a specific structure." It has already been explained 
to Applicant (several times) that McKinzie ill refers to the claimed capacitor as a "ca- 
pacitive frequency selective surface (FSS)." See, for example, page 6 lines 12-13 of the 
final rejection mailed 6/18/07. However, in response to Applicants' current request that 
the Examiner make reference to a specific structure in McKenzie III that meets the defi- 
nition of "electrical elements capable of capacitive functioning," the Examiner will state 
for the record that in McKenzie III the "capacitive frequency selective surface (FSS)" is 
an electrical element capable of capacitive functioning. Note that McKenzie III discloses 
many such structures, in fact a whole array of such structures. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the ex- 
aminer should be directed to Thomas L. Dickey whose telephone number is 571-272- 
1913. The examiner can normally be reached on Monday-Thursday 8-6. 

If attempts to reach the examiner by telephone are unsuccessful, please contact the 
examiner's supervisor, Sue A. Purvis, at 571-272-1236. The fax phone number for the 
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organization where this application or proceeding is assigned is 571-273-8300. Informa- 
tion regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpub- 
lished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 



/Thomas L. Dickey/ 
Primary Examiner 
Art Unit 2826 



